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The Patent Trial and Appeal Board recently held that a former owner and the co-inventor of a patent may challenge the
validity of the patent in an inter partes review after assigning the patent to a new owner and the Federal Circuit held that it
did not have jurisdiction to review the appeal of that decision. Prior to these decisions, patent acquirers could traditionally
rely on the doctrine of assignor estoppel to prevent a patent assignor from later challenging the assigned patent’s validity
and these decisions now prevent that doctrine from being used as a defense to an inter partes review challenge.
Recommendations for mitigating the risks posed by these decisions are discussed in this memo.
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If you have any questions regarding the matters covered in this publication, please reach
out to any of the lawyers listed below or your usual Davis Polk contact.

Frank Azzopardi Matthew J. Bacal
+1 212 450 6277 +1 212 450 4790
frank.azzopardi@davispolk.com matthew.bacal@davispolk.com

David R. Bauer Pritesh P. Shah
+1 212 450 4995 +1 212 450 4147
david.bauer@davispolk.com pritesh.shah@davispolk.com

This communication, which we believe may be of interest to our clients and friends of the firm, is for general
information only. It is not a full analysis of the matters presented and should not be relied upon as legal advice.
This may be considered attorney advertising in some jurisdictions. Please refer to the firm’s privacy notice for
further detalils.
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